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DETAILED ACTION 



1 . The response to restriction requirement, filed December 1 , 2008 has been 
entered. Claims 1-45 are currently pending, with claims 17-45 being withdrawn from 
consideration. The rejections are as stated below. 



Election/Restrictions 



2. In response to Applicant's argument that the restriction requirement is not proper. 
Examiner respectfully disagrees. Since the application is a national stage entry of a 
PCT, the standard of unity of invention under the PCT governs the requirement. 
Examiner contends that the restriction requirement is proper because the claims lack 
unity of invention as described in the previous office action. 
MPEP 1850 states: 

The method for determining unity of invention under PCT Rule 13 shall be construed as permitting, 
in particular, the inclusion of any one of the following combinations of claims of different categories in the 
same international application: 

(A) In addition to an independent claim for a given product, an independent claim for a process 
specially adapted for the manufacture of the said product, and an independent claim for a use of 
the said product; or 

(B) In addition to an independent claim for a given process, an independent claim for an 
apparatus or means specifically designed for carrying out the said process; or 

(C) In addition to an independent claim for a given product, an independent claim for a process 
specially adapted for the manufacture of the said product and an independent claim for an 
apparatus or means specifically designed for carrying out the said process. 

A process is specially adapted for the manufacture of a product if it inherently results in the product 
and an apparatus or means is specifically designed for carrying out a process if the contribution over the 
prior art of the apparatus or means corresponds to the contribution the process makes over the prior art. 

Thus, a process shall be considered to be specially adapted for the manufacture of a product if the 
claimed process inherently results in the claimed product with the technical relationship being present 
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between the claimed product and claimed process. The words "specially adapted" are not intended to 
imply that the product could not also be manufactured by a different process. 

Also an apparatus or means shall be considered to be specifically designed for carrying out a 
claimed process if the contribution over the prior art of the apparatus or means corresponds to the 
contribution the process makes over the prior art. Consequently, it would not be sufficient that the 
apparatus or means is merely capable of being used in carrying out the claimed process. However, the 
expression "specifically designed" does not imply that the apparatus or means could not be used for 
carrying out another process, nor that the process could not be carried out using an alternative 
apparatus or means. 

More extensive combinations than those set forth above should be looked at carefully to ensure 
that the requirements of both PCT Rule 13 (unity of invention) and PCT Article 6 (conciseness of claims) 
are satisfied. In particular, while a single set of independent claims according to one of (A), (B), or (C) 
above is always permissible, it does not require the International Authority to accept a plurality of such 
sets which could arise by combining the provisions of PCT Rule 13.3 (which provides that the 
determination of unity of invention be made without regard to whether the inventions are claimed in 
separate claims or as alternatives within a single claim), with the provisions set out above (thus resulting 
in a set based on each of a number of independent claims in the same category under PCT Rule 13.3). 
The proliferation of claims arising from a combined effect of this kind should be accepted only 
exceptionally. For example, independent claims are permissible for two related articles such as a 
transmitter and receiver; however, it does not follow that an applicant may include also, in the one 
international application, four additional independent claims: two for a process for the manufacture of the 
transmitter and the receiver, respectively, and two for use of the transmitter and receiver, respectively. 

A single general inventive concept must link the claims in the various categories and in this 
connection the wording above should be carefully noted. The link between product and process in (A) is 
that the process must be "specially adapted for the manufacture of" the product. Similarly, in (B), the 
apparatus or means claimed must be "specifically designed for" carrying out the process. Likewise, in 
(C), the process must be "specially adapted for the manufacture of" the product and the apparatus must 
be "specifically designed for" carrying out the process. In combinations (A) and (C), the emphasis is on, 
and the essence of the invention should primarily reside in, the product, whereas in combination (B) the 
emphasis is on, and the invention should primarily reside in, the process. (See examples in Chapter 10 
of the International Search and Preliminary Examination Guidelines which can be obtained from the 
Patent Examiner's Toolkit link or from WIPO's web site (www.wipo.int/pct/en/texts/gdlines.htm.)) 



As such, Examiner is of the opinion that there is no technical relationship among 
the inventions described by the various groups of claims 1-45, which involve one or 
more of the same or corresponding special technical features. The invention of Group I 
is an apparatus which controls entering specifications for an option, monitoring the 
specifications, and signaling execution of the option based on the specifications. The 
invention of Group II describes an apparatus comprising a database with loan 
applications, and a program to carry out the closings of loans. There is no 
corresponding special technical feature between these two apparatuses, and therefore, 
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unity of invention does not hold. Furthermore, none of the dependant claims of the 
group include any special technical features which the two groups would have in 
common. The divergence of subject matter would require separate searches of the 
prior art, and therefore the examination of both groups would impose a serious search 
burden on the Examiner, and therefore the restriction is deemed proper. 

Furthermore, the inventions of groups II — VIII do not share a special technical 
feature with the invention of group I. The inventions of groups ll-VIII share the special 
technical feature of a "future lock-triggering price". However, the lack of unity between 
these groups has been considered a posteriori because "future lock-triggering prices" 
are known in the art, as described by Examiner in the restriction requirement, and 
therefore the technical feature does not define a contribution over the prior art. In 
response to Applicant's request for evidence of the existence of this feature in the prior 
art, Examiner cites the article "Amex begins trading capped options tied to two of its 
indexes." The article discusses capped options, which are described as options which 
are automatically exercised if the underlying index closes at or beyond an option's cap 
price. The price is considered a future lock-triggering price because when the option is 
purchased, the option has a price which, if reached, triggers a lock on the price of the 
underlying product. As such, this common feature lacks inventive step. 



Application/Control Number: 10/575,995 Page 5 

Art Unit: 3691 

The divergent subject matter of the various claimed inventions, as discussed 
above, would present a search burden on the Examiner, and therefore the restriction 
requirement is justified. 

For these reasons, the restriction requirement is hereby made final. 



Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 10 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 10 recites a process comprising the method steps of receiving 
specifications, evaluating a trigger, and signaling execution of an option. Based on 
Supreme Court precedent, a proper process must be tied to another statutory class or 
transform underlying subject matter to a different state or thing (In Re Bilski; Diamond v. 
Diehr, 450 U.S. 175, 184 (1981 ); Parker v. Rook, 437 U.S. 584,588 n.9 (1978); 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 
(1876)). Since neither of these requirements is met by the claim, the method is not 
considered a patent eligible process under 35 U.S.C. 101 . To qualify as a statutory 
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process, the claim should positively recite the other statutory class to which it is tied, for 
example by identifying the apparatus that accomplished the method steps or positively 
reciting the subject matter that is being transformed, for example by identifying the 
material that is being changed to a different state. Since the steps can be accomplished 
without the use of another statutory class, it is considered a non-statutory process. 

Examiner notes that even though the claim recites another statutory class via 
memory and a computer, the inclusion of the steps of receiving specifications into 
memory and a computer accessing further data are considered insignificant extra- 
solution activities and do not impose meaningful limits on the claimed invention. The 
steps of receiving and accessing do not impart patent-eligibility under 35 U.S.C. 101 on 
the claimed invention (See Flook, 437 U.S. at 590). 



Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Cristofich et al., U.S. Patent No. 6,173,270, in view of "A Consumer's Guide To 

Mortgage Lock-Ins," hereinafter Mortgage-X. 

Claims 1, 3, 7-1 1 , 15, Cristofich discloses a system and method of controlling an 
option comprising a computer programmed (column 3 lines 49-65) for receiving 
information into a memory defining specifications for an option (column 6 lines 1 1-20, 
40-47), the specifications including a trigger for executing the option (column 9, lines 1- 
1 1 ), evaluating the trigger and if the trigger occurs, signaling execution of the option 
(column 9, lines 12-25). 

Cristofich fails to teach that the option is an option on a loan. Mortgage-X 
teaches such options on loans. While the phrase "option on a loan" is not used within 
Mortgage-X, the article describes mortgage rate lock-ins, which Examiner considers to 
be an "option on a loan". As described by Mortgage-X, a mortgage rate lock-in is an 
agreement between a borrower and a lender, in which the borrow pays the lender a fee 
(paragraph 9) in exchange for the lender's obligation to lend a given amount of money 
at a certain rate, for a certain price, at a future point in time (paragraph 5). A typical 
option on a stock is a contract in which one party pays another party a fee in exchange 
for one party's obligation to buy or sell a certain number of shares at a certain price at a 
future point in time. The mortgage rate lock-ins described by Mortgage-X are 
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analogous to what one of ordinary skill in the art would consider to be an "option on a 
loan." As such the price which is locked in according to a stock option would be 
analogous to the interest rate, which is locked in, according to a mortgage rate lock-in. 
It would have been obvious to one of ordinary skill in the art at the time of Applicant's 
invention to modify the teachings of Cristofich to include options on loans because 
Cristofich teaches options on stocks, and Mortgage-X teaches the concept of options on 
loans which is analogous to the option on stocks taught by Cristofich, merely using a 
different financial product than the one addressed by Cristofich. Since the concepts 
were known at the time of the invention, and the results are predictable, in that the 
resulting combination would allow a lender to automatically monitor and track mortgage 
rate lock-ins in the same way the invention discloses stock options as being monitored 
and tracked, the combination is deemed proper. In light of the combination, it would be 
an obvious next step to include the triggers of Cristofich into the mortgage rate lock-in of 
Mortgage-X for all the reasons that Cristofich describes such an automatic triggering 
and execution is beneficial to the stock option tracking and monitoring (column 1 lines 
44-64, column 8 lines 34-41) 

Claim 2, Cristofich teaches the computer is programmed so as to execute the 
option if the trigger occurs (column 9 lines 12-25). 

Claims 4, 5, 6, 12-14, 16, Cristofich and Mortgage-X fail to teach the trigger is a 
floor or a ceiling. 
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Official Notice is taken that floor and ceiling prices are old and well known in the 
art. As cited above, Cristofich teaches setting a trigger price in which an option is 
executed if the market reaches that price. There exists only three possible scenarios: 
(1) the trigger price is above the current market price, and when the market price moves 
up to the trigger price, the option is executed (ceiling), (2) the trigger price is below the 
current market price, and when the market price falls to the trigger price, the option is 
executed (floor), or (3) there is a trigger price above, and a trigger price below (floor and 
ceiling). Since there are a finite number of possibilities and the results are predictable, it 
would have been obvious to one of ordinary skill in the art at the time of Applicant's 
invention to modify the teachings of Cristofich and Mortgage-X to include a floor rate 
and a ceiling rate. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel Kesack whose telephone number is (571)272- 
5882. The examiner can normally be reached on M-F, 9:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on 571-272-6771 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Respectfully Submitted, 

Daniel Kesack 
February 17, 2009 
ID. K.I 

Examiner, Art Unit 3691 

/Hani M. Kazimi/ 

Primary Examiner, Art Unit 3691 



